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A prosecution history report gathers 

together – for a family of related cases --

the following information:

• History of claim amendments and all 

claim versions for all cases in family

• History of non-art and art rejections 

for all cases in family with examiner’s 

remarks re same, indexed by claim 

and art cited

• History of arguments made by 

applicant for all cases in the family 

with applicant’s arguments, indexed 

by claim and PTO rejections

What is a 

prosecution 

history report?
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Questions 
Answered

&

Use Cases

Use Cases:

• Used by patent prosecutor in prosecution

• Family claiming overview

• To avoid inconsistent arguments

• To reuse successful arguments

• Prosecution History Estoppel review

• Offensive/Defensive

Questions Answered:

• What amendments made previously in this and other 

family members

• What prior art has been cited in past

• What arguments have been made before
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How 
Reports 
are 
Assembled

Data collection and organization:

• All pertinent prosecution history data is loaded in a 

structured DB - ClaimScape®:

• claims as filed 

• claim amendments 

• references cited 

• office actions

• responses 

• Data is obtained by ingesting and parsing all prosecution 

history documents from PTO and Applicant

• Claimscape® contains all the information needed to 

automatically produce a claim history report
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ClaimScape® 

ClaimScape® :

• ClaimScape® is a complex database that offers many 

features including:

• Search and slice the data in a multitude of ways, 

e.g.,

• Report on all citations of a given reference and all 

remarks or arguments made about that reference, 

across all client matters

• Report on all citations made by a given examiner and 

all remarks or arguments made about that reference, 

across all client matters

• Summary report on interactions with a particular 

examiner for a particular client or a particular art unit

• Extraction of data for client reports for prosecution 

management
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Workflow

• Patent applications and amendments filed are all 

processed into ClaimScape® automatically and with 

some user assistance in some cases

• Likewise, all actions from PTO are processed into 

ClaimScape®

• Data is obtained by ingesting and parsing all prosecution 

history documents from PTO and Applicant

• Claimscape® contains all the information needed to 

automatically produce a claim history report

• After an office action or allowance is received and 

processed into ClaimScape®, a claim history report is 

automatically generated and provided to attorney 

prosecuting application
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Quick Review on PHE

• PHE occurs when an applicant makes narrowing amendments/arguments 

during the application prosecution then they may be precluded from using 

the doctrine of equivalents to broaden the scope of their claims during 

litigation (Predominantly US concept)

• Additionally, Examiners Amendment/Interview Summary can contribute to a 

PHE determination.   See  Amgen, Inc. v. Amneal Pharmaceuticals, LLC, 

945 F.3d 1368 (Fed. Cir. 2020). 

• Arguments made at any time during prosecution, whether or not they are 

ultimately required for allowance, may create an estoppel

• PHE is also occurs in RCEs, especially when Examiner’s basis for rejection 

is unclear
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Basic File History Summary

Bibliographic Tab

• Basic Inventor

• Basic Class/Priority

• Assignment Chain

• Examiner/Art Unit

• Abstract
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Procedural Claim History

PCH Tab

• Claim Status

• Original

• Amended

• New

• Chronological

• By PTO Event

• Rejections Basis

• 101

• 102

• 103

• 112

Chronological
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Claim Language History

CLE Tab

• Claim Status

• Original

• Amended

• Deleted

• Chronological

Chronological
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Applicant/Examiner Remarks

AER Tab

• Rejections

• Objections

• Arguments

• Argument Results

Chronological
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Argued Reference Tab

AR Tab

• Family Citations

• When Cited

• Rejection type

• Which Claims

• Chronological

Chronological
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Reference Detail Tab

RD Tab

• Reference Biblio

• Cited By IDS/PTO

• Link out to Ref.
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Usage – Law Firm

• Single File History Review

• Claim review

• Scope

• Design Around

• Discoverability

• Limitations/Expansion

• Prosecution Analysis

• Targeted Changes 

• De minimus Amendment

• PHE commentaries

• Multiple File History Review

• Co-Citation Review

• Claim planning across family

• Gap Discovery

• Competitor PHE

• Coverage Overlap

• Extraction of Claiming Strategies

• Work product review

• Licensing review
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Usage – In-House

• Single File History Review

• Speed Memory Refresh

• Proposed Claim Coverage

• PHE review

• Competitor File History Review

• Quick Estoppel Review

• Narrowing Commentary

• Multiple File History Review

• Co-Citation Review

• Claim planning across family

• Gap Discovery

• Competitor PHE

• Coverage Overlap

• Law Firm evaluation

• Review of High OA/RCE filings
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Other Usage – With Claim Mapping

• Enhanced Assertion Planning

• Pre-Answer PHE Arguments

• Targeting EOU of a Competitor

• Scope

• Design Around 

• Detectability

• Licensing Discussions

• Valuation 
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FHS areas of high usage

• Complex Chemical

• Biotech

• Genomic

• Complex Families

• Appeals/RCE/CIP/CA

• Law Firm or Lawyer Evaluation
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Key Take-Aways

• File History Summaries allow In-House to speed monitor

• FHS provide the details to confirm high level analytics

• FHS also reveal the inner skills of a firm/atty 

• PHE mitigation requires mapping in prosecution

• FHS provide the details to confirm mapping

• FHS multiply in value across continuations prosecution
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The Schwegman Analytics Advantage

SLW has been helping its clients find and improve high value patents for over 20 

years and has invested heavily in its Analytics processes and tools for the last 

decade and is now expert at helping.

• More efficient work

• Shorter timelines

• Higher quality and key strategies

• IP Operations

• Fixed Fees/AFAs

• Tracking metrics

• Non-traditional providers



Thank You For Your Interest
Questions?



These materials are for general informational purposes only. They are 
not intended to be legal advice, and should not be taken as legal 
advice. They do not establish an attorney-client relationship.


