


DIFFICULT EPO ACTIONS 
TO DOCKET

uithe Reliability	of	your	IP	Data
your	IP	Data	Integrity:

How	to	Ruin	the	Reliability	of	
your	IP	Data







Difficult	EPO	Docketing	Items

•Presenters	and	panelists:
o Ann	McCrackin,	President,	Black	Hills	IP,	LLC
o Kristi	Wheeler,	Foreign	Filing	Paralegal,	Schwegman,	Lundberg	&	
Woessner,	P.A.



Topics
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§ EP	Convention	Filing
§ Partial	EPO	Search	Report	and	Extended	EPO	Search	Report

§ Rule	164	-- Form	1507US,	1507N,	1507W	
§ Invitation	to	Proceed	/	Reports	ESR	Publication	Date

§ Rule	70	- Form	1081,	1082	and	1083

§ PCT	EP	Filing	
§ Respond	to	Objections	in	Written	Opinion

§ Rule	161(2)	and	162	– Forms	1226AA,	1226BB	and	1226CC	
§ Supplemental	EP	Search	Report

§ Rule	70	- Form	1224

§ Publication	forms
§ EPO	countries	issuing	new	numbers	on	grant



EP	Convention	Filing
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Search	Report	(form	1507)

• There	are	3	types
o Partial	EPO	search

• Form	1507US
• Can	be	issued	for	an	EP	or	PCT	(EP)
• Applicant	is	informed	only	some	claims	have	been	searched	and	one	or	more	

further	search	fees	can	be	paid
• Deadline	2	months	from	notification	(10	day	rule	applies)
• A	Form	1507N	will	follow	if	additional	fees	paid	or	if	not.
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Search	Report	(form	1507)

• an	extended ESR		– form	1507N
• An	opinion	of	the	examiner	is	included	and	a	Rule	70	letter	will	follow

• an	ESR	– 1507W
• No	opinion	of	the	examiner	is	included	and	an	exam	report	(Article	94(3)	letter)	or	

a	Rule	71(3)	allowance	will	follow.
• Issued	only	if	you	request	PACE	and/or	waive	the	Rule	70	communication.
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Search	Report	(form	1507)
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Rule	70	- Form	1081,	1082	and	1083
• These	forms	are	issued	for	EP	applications.	
• The	1081	form	is	a	combined	reporting	of	the	

publication	date	of	the	ESR	which	sets	the	exam	fee	
deadline	and	the	deadline	for	paying	the	
designation	fees	and	responding	to	the	ESR	opinion

• The	1082	form	is	for	when	the	exam	fee	was	paid	
earlier	e.g.	on	filing.	The	form	invites	the	applicant	
to	confirm	that	the	application	is	to	continue	and	
respond	to	the	ESR	opinion.	A	designation	fee	
reminder	is	included	in	case	not	already	paid.

• DEADLINE	IS	6	MONTHS	FROM	THE	PUBLICATION	
DATE	– NO	10	DAYS	ADDED	TO	DEADLINE
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Rule	70	- Form	1081,	1082	and	1083

• The	1083	form	is	for	when	the	exam	fee	was	paid	earlier	e.g.	on	
filing	and	when	a	response	has	already	been	filed	to	the	search	
opinion.	The	form	simply	informs	the	applicant	of	the	publication	
date	of	the	search.	A	designation	fee	reminder	is	included	in	case	
not	already	paid.
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Form	1081
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PCT	EP	Filing
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PCT	EP	FILING	cont.
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Rule	161(2)	and	162

• These	forms	are	for	PCT	(EP)	applications
• EPO	Form	1226AA	is	issued	if	there	has	been	a	negative	opinion	

by	the	EPO	in	the	ISR	and	no	amendments	or	comments	have	been	
filed	on	regional	phase	entry.	A	response	to	this	form	within	6	
months	is	mandatory	(i.e.	or	else	the	application	is	deemed	
withdrawn)	and	your	attention	is	drawn	to	this	on	the	form.

• (Rule	161(1))
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Rule	161(2)	and	162

• EPO	Form	1226BB	is	issued	if	there	has	been	a	negative	opinion	
by	the	EPO	in	the	ISR	and	amendments	or	comments	have	been	
filed	on	regional	phase	entry.	A	response	to	this	form	within	6	
months	is	voluntary	(i.e.	the	application	is	NOT	withdrawn	if	you	do	
not	response).	This	is	indicated	by	the	wording	“you	may	
comment….”.
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Rule	161(2)	and	162

• EPO	Form	1226CC	is	issued	in	other	cases	(e.g.	
non-EPO	ISA,	or	positive	ISR	opinion).	A	response	
to	this	form	within	6 months	is	voluntary	(i.e.	the	
application	is	NOT	withdrawn	if	you	do	not	
response).

• Rule	161(2)	– response	to	search	opinion	+	Rule	
162	– claims	fees
• Note	the	communications	have	two	independent	
deadlines	that	must	be	complied	with	in	the	
response:	Rule	161(2)	and	Rule	162
• DEADLINE	IS	FROM	THE	DATE	OF	NOTIFICATION	-10	
DAY	RULE	APPLIES
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Rule	161(2)	and	162
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Rule	70	- Form	1224

• This	form	is	issued	to	PCT	(EP)	applications	after	supplementary	
ESR	

• 6	month	mandatory	deadline	from	the	date	of	notification	(10	day	
rule	applies)

• Must	confirm	the	application	is	to	proceed	and	respond	to	the	
supplementary	ESR	opinion

• Note	the	communication	has	two	independent	deadlines	that	must	
be	complied	with	in	the	response:	Rule	70(1)	and	Rule	70a(2)
• DEADLINE	IS	FROM	THE	DATE	OF	NOTIFICATION	-10	DAY	RULE	
APPLIES
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Rule	70	- Form	1224
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EPO	Publication

• Form	1133	– Publication	of	an	EP
• Form	1203	– Publication	of	the	translation	of	a	PCT	(EP)
• Form	1219	– Publication	of	only	the	bibliographic	data	for	a	PCT(EP)	

– no	translation	of	the	PCT	required
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Countries	that	issue	new	#	for	EPO	granted	patents

• Germany
• Spain
• Austria
• Italy
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Questions

• Questions	on	Today’s	Program
o Please	submitted	your	questions	using	the	Q&A	button	on	the	control	bar	on	
your	screen.

• If	you	have	questions	regarding	Black	Hills	IP’s	services	or	
processes,	please	contact:
Jim	Brophy	
Ph.	612-867-4018
jbrophy@blackhillsip.com


