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•Presenters:
o Ann	McCrackin,	President,	Black	Hills	IP,	LLC

o Jennifer	Bommentre,	Foreign	Filing	Paralegal,	Schwegman,	
Lundberg	&	Woessner,	P.A.

o Linda	Swanson,	Retired	Foreign	Filing	Paralegal,	Schwegman,	
Lundberg	&	Woessner,	P.A.



Topics

• Filing	of	an	Opposition
• Opposition	Division	Proceedings
• Board	of	Appeal	Proceedings
• Enlarged	Board	of	Appeal	(very	limited	procedural	option)
• Patent	Maintained	in	Amended	Form



Filing	an	Opposition

• An	opposition	can	be	filed	within	9	months	of	the	grant	of	a	
patent	(grant	is	the	publication	of	the	notice	of	grant)
• If	you	are	acting	for	the	opponent,	the	date	needs	to	be	docketed

o Notice	of	opposition
o Grounds	of	opposition

Ø Novelty	and	inventive	step
Ø Non-statutory	subject	matter
Ø Added	subject	matter
Ø Non-enabling	disclosure

• How	to	docket?
o Docket	Task:	9	months	from	the	grant	date	for	the	notice	and	grounds	of	opposition	
if	Opponent

o No	action	needed	if	Patent	Owner



Opposition	Division	Proceeding	Overview



Opposition	Division	Proceedings

• Communication	of	Notice	of	Opposition
o This	is	the	initial	notice	to	the	Patent	Owner	from	the	EPO.
o Notifies	the	Patent	Owner	that	a	Notice	of	Opposition	has	been	filed	if	the	
correct	formalities	have	been	met

o Contains	the	details	of	the	the	opposition.

• How	to	docket?
o Docket	Task:	Does	not	have	a	due	date	for	responding
o Recommend	adding	a	reminder	to	monitor	for	receipt	of	(R.79(1)	EPC)	
communication

o EPO	will	issue	a	further	communication	setting	a	deadline	for	the	patent	
owner	to	respond	after	the	Notice	of	Opposition	has	been	examined	for	
formalities



Communication	of	Notice	of	Opposition	
(Excerpt)



Opposition	Division	Proceedings

• Communication	of	Notices	of	Opposition	(R.79(1)	EPC)
o This	is	the	second	notice	to	the	Patent	Owner	from	the	EPO.
o Form	looks	very	similar	to	the	first	notice,	but	has	an	invitation	to	file	
observations	and	amendments.

• How	to	docket?
o Example	Docket	Entry:		“Observations	– Due”	if Patent	Owner
o Deadline	is	4	months	from	the	notification	of	the	communication
o 10-day	rule	applies	(because	it	is	from	the	“notification”	of	the	
communication)

• Extensions	Available?
o 2-month	extension	may	be	requested



Communication	of	Notices	of	Opposition	(R.79(1)	EPC)
(Excerpt)



Opposition	Division	Proceedings

• The	Opposition	Division	sends	a	communication	to	the	
Opponent	to	enable	the	Opponent	to	comment	on	the	
observations	and	amendments	file	by	the	Patent	Owner	
• How	to	docket?

o Example	Docket	Entry:		“Observations	– Due”	if	Opponent
o Deadline	is	4	months	from	the	notification	of	the	communication
o 10-day	rule	applies	(because	it	is	from	the	“notification”	of	the	
communication)

• Extensions	Available?
o 2-month	extension	may	be	requested



Opposition	Division	Proceedings

• Summons	to	Attend	Oral	Proceedings	Pursuant	to	Rule	115(1)	EPC
o This	is	notice	from	the	EPO	with	the	scheduling	details	for	the	Oral	Proceeding.
o The	oral	proceeding	is	a	hearing	in	front	of	the	Opposition	Division.
o The	Summons	may	include	a	preliminary,	non-binding	opinion	of	the	opposition	division.

• How	to	docket?
o Example	Docket	Entry:		“Oral	Proceedings”		

Ø Date	and	time	for	Oral	Proceeding	are	listed	in	this	document.
o Example	Docket	Entry:		“Written	Submission/Documents	– Due”

Ø Deadline	for	final	written	submissions	and/or	arguments	(R.	116	EPC)	are	also	listed	in	this	document.
Ø Deadline	is	usually	1	to	2	months	before	date	of	the	Oral	Proceeding.

• Extensions	available?
o Date	of	the	oral	proceeding	is	NOT	extendable.



Summons	to	Attend	Oral	Proceedings	Pursuant	to	Rule	
115(1)	EPC -- (Excerpt)	



Opposition	Division	Proceeding

• Interlocutory	Decision	in	Opposition	Proceedings	(Art.	101(3)(a)	
and	106(2)	EPC)
o This	is	the	written	decision	of	the	Opposition	Division.
o This	is	an	decision	that	is	appealable	by	either	the	Patent	Owner	or	the	Opponent

• How	to	docket?
o Example	Docket	Entry:		“Notice	of	Appeal	– Due”

Ø Deadline	is	2	months	from	the	notification	of	the	decision.
Ø 10-day	rule	applies	(because	it	is	from	the	“notification”	of	the	communication)

o Example	Docket	Entry:	“Statement	of	Grounds	of	Appeal	– Due”
Ø Deadline	is	4	months	from	the	notification	of	the	decision.
Ø 10	day	rule	applies	(because	it	is	from	the	“notification”	of	the	communication)

• Extensions	available?
o Both	deadlines	are	NOT	extendable.



Interlocutory	Decision	in	Opposition	Proceedings	(Art.	
101(3)(a)	and	106(2)	EPC)	– (Excerpt)



Board	of	Appeal	Overview



Board	of	Appeal	Proceedings

• Commencement	of	Proceedings	before	the	Board	of	Appeal
o This	is	a	notice	to	the	Patent	Owner	or	Opponent	from	the	EPO.
o Notifies	the	Patent	Owner	or	Opponent	that	an	Appeal	has	been	filed	by	the	
Opponent	or	Patent	Owner.	

o The	notice	is	only	sent	if	the	appeal	meets	the	formalities	(fee	paid,	notice	
and	grounds	filed	in	time)

• How	to	docket?
o No	docket	entry	at	this	time



Commencement	of	Proceedings	before	the	Board	of	Appeal
(Excerpt)



Board	of	Appeal	Proceedings

• The	Board	of	Appeal	send	a	communication	to	the	non	
appealing	party	to	enable	the	non	appealing	party	to	
comment	on	the	grounds	of	appeal
• How	to	docket?

o Example	Docket	Entry:		“Observations	– Due”	
o Deadline	is	4	months	from	the	notification	of	the	communication
o 10-day	rule	applies	(because	it	is	from	the	“notification”	of	the	
communication)

• Extensions	Available?
o 2-month	extension	may	be	requested



Board	of	Appeal	Proceedings

• The	Board	of	Appeal	send	a	communication	to	the	Appellant	
to	enable	the	Appellant	to	comment	on	the	observations	and	
amendments	file	by	the	non	appealing	party
• How	to	docket?

o Example	Docket	Entry:		“Observations	– Due”	
o Deadline	is	4	months	from	the	notification	of	the	communication
o 10-day	rule	applies	(because	it	is	from	the	“notification”	of	the	
communication)

• Extensions	Available?
o 2-month	extension	may	be	requested



Board	of	Appeal	Proceedings

• Summons	to	Attend	Oral	Proceedings	Pursuant	to	Rule	115(1)	
EPC
o This	is	notice	from	the	EPO	with	the	scheduling	details	for	the	Oral	Proceedings	
concerning	the	appeal.

o The	Summons	may	include	a	preliminary,	non-binding	opinion	of	the	Appeal	Board.	
• How	to	docket?

o Example	Docket	Entry:		“Oral	Proceedings	”		
Ø Date	and	time	for	Oral	Proceeding	are	listed	in	this	document.

o Example	Docket	Entry:		“Written	Submission/Documents	– Due”
Ø If	further	written	submissions	are	permitted,	the	deadline	will	be	also	listed	in	this	document.
Ø Deadline	is	usually	1	to	2	months	before	date	of	the	Oral	Proceeding.

• Extensions	available?
o Date	of	the	oral	proceeding	is	NOT	extendable.



Board	of	Appeal

• Decision	of	the	Technical	Board	of	Appeal
o This	is	the	written	decision	of	the	of	the	Board	of	Appeal.
o This	decision	is	NOT	appealable.



Enlarged	Board	of	Appeal

• Petition	for	Review	by	Enlarged	Board	of	Appeal
o Very	limited	option	available	under	Article	EPC	112a.
o Petition	for	review	on	the	grounds	that	there	was	a	procedural	defect	in	the	
conduct	of	the	appeal	or	that	a	criminal	act	in	relation	to	the	appeal	occurred.

• How	to	docket?
o Example	Docket	Entry:		“Deadline	to	File	Petition”		

Ø Deadline	to	file	is	2	months	from	the	Decision	on	the	Technical	Board	of	Appeal.



Patent	Maintained	in	Amended	Form

• Communication	Pursuant	to	Rule	82(2)	EPC
o Received	when	the	appeal	decision	maintains	the	patent	in	amended	form	or	
the	opposition	division	maintains	the	patent	in	amended	form	and	no	appeal	
is	filed.

o EPO	Publication	fee	and	translations	of	the	claims	into	FR	and	DE	are	due

• How	to	docket?
o Example	Docket	Entry:		“EPO	Publication	Fee	/	Translations	– Due”		

Ø Deadline	is	3-months	from	notification	of	this	communication.
Ø 10-day	rule	applies	(because	it	is	from	the	“notification”	of	the	communication)



Communication	pursuant	to	Rule	82(2)	EPC(Excerpt)



Communication	pursuant	to	Rule	82(2)	EPC(Excerpt)



Patent	Maintained	in	Amended	Form

• Patent	Owner	must	also	re-validate	the	amended	patent	in	
countries	that	were	designated	in	the	original	patent if	they	
want	protection	in	those	countries.	
• How	to	docket?

o The	deadline	for	revalidating	is	3	months	from	the	date	of	the	re-publication	
of	the	granted	patent

• Extensions	available?
o NOT	extendable.



Patent	Maintained	in	Amended	Form	(Excerpt)



Questions

• Questions	on	Today’s	Program
o Please	submitted	your	questions	using	the	Q&A	button	on	the	control	bar	on	
your	screen.

• If	you	have	questions	regarding	Black	Hills	IP’s	services	or	
processes,	please	contact:
Jim	Brophy	
Ph.	612-867-4018
jbrophy@blackhillsip.com
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Please	join	us	for	our	next	presentation:	
Best	Practices	for	Efficient	Docketing	of	Routine	Formalities	
such	as	Powers	of	Attorney	and	Declarations	of	Inventors

May	24,	2017	at	1:00	PM	Central	
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