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CITATIONS: TOPICS COVERED
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References with the Same Author

• Citing to Non-Patent Literature References

• How and When To Quote:  In-line Quotations vs. Block Quoting
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CITATIONS: TOPICS COVERED



• What is the purpose of citations?

o Authority
 Provides legal authority for a proposition in your writing.

o Evidence
 Provides empirical evidence for supporting your argument in your writing.

o Additional or background information
 Provides additional information about the referenced material and its connection to the 

your argument.

INTRODUCTION:  THE PURPOSE OF CITATIONS



• What is the purpose of citations?

o Identification
 Identifies the document and document part to which the writer is referring.

o Uniformity
 Provides consistency in identifying those documents and document parts.

INTRODUCTION: THE PURPOSE OF CITATIONS (CON’T)



• How does a writer know how to structure his or her citations?

• Go to the source:  The Bluebook: A Uniform System of Citation, 
20th Edition.

• Available here:  https://www.legalbluebook.com/

• Every patent practitioner should have a copy in his 
or her library!

INTRODUCTION: THE BLUEBOOK

https://www.legalbluebook.com/


• There are about 27 rule changes and/or revisions since the 19th

edition of The Bluebook.

• The Preface of the 20th Edition lists these changes.
o Most are not relevant to this presentation.

o Some relevant changes are listed on the next two slides.

INTRODUCTION:  CHANGES IN THE 20TH EDITION



• Rule 10.2.2 clarifies that words in a case name that would be 
abbreviated according to table T6 should not be abbreviated if the 
words are part of a state, country, or other geographical unit that is 
the entire name of a party.
o This rule may apply in some circumstances where the 

• Rule 10.9(a)(iii) provides additional guidance on the formation of slip 
opinion short forms.
o Rule 10 applies to cases and judicial opinions.  

• Rule 14.2(b) has been expanded to include detailed information on 
citing comments to agencies. 
o Rule 14 applies to agency citations, which includes memorandum.

INTRODUCTION:  CHANGES IN THE 20TH EDITION (CON’T)



• Rule 15.9(c) [NEW!] introduces a citation format for ebooks, 
stipulating that the print versions of books are authoritative, but that 
ebooks may be cited if they are the sole media through which the 
book is available.
o This situation is becoming more prevalent as Examiner’s rely on non-patent 

literature solely available from electronic databases and websites.

• Rule 18.2.1(b)(ii) provides for the direct citation of Internet sources 
that share the characteristics of a print source such that they can be 
fully cited according to another rule, whether or not the source is in 
print.
o Rule 18 covers the citation of information found on the Internet.  In some 

instances, the reference may be fully citable as if it were located in a print source.  
This rule states to cite the source as if it were found in print, but then to provide a 
URL for the reference.  

INTRODUCTION:  CHANGES IN THE 20TH EDITION (CON’T)



• Whenever a case is first introduced, the case should be cited in its 
entirety.

• A “full citation” typically includes five components
o the name of the case;

o the published or unpublished source in which the case can be found;

o a parenthetical indicating the court and year of decision;

o other parenthetical information, if any; and,

o the subsequent history of the case, if any.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Full Citation Examples:
o A:  Alice Corp. v. CLS Bank Int'l, 110 U.S.P.Q.2d 1976 (U.S. 2014).

o B:  Alice Corp. v. CLS Bank Int'l, 110 U.S.P.Q.2d 1976, 134 S. Ct. 2347 (2014).

• A and B are both appropriate for citing in your writing.

• B is referred to as a “parallel citation” because it includes a citation to both the 
United States Patent Quarterly (USPQ) and the Supreme Court Reporter (S. Ct.).

• Notice the subtle difference between A and B.

• The name of the court is omitted from the parallel citation in B because the name 
of the court is evident from the named reporter.  This is not always the case.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Example 1: Alice Corp. v. CLS Bank Int'l, 110 U.S.P.Q.2d 1976 (U.S. 2014).

• The first citation to any case should be the full citation, including the name 
of the legal reporter in which the case is found.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Example 2: Alice Corp. v. CLS Bank Int'l, 110 U.S.P.Q.2d 1976 (U.S. 2014).

• The author introduced the full citation of the case, but the citation is improper.

• If multiple courts are covered by the same reporter (e.g., U.S.P.Q., F.3d, etc.), you need to identify the 
court!

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Only after the full citation has been introduced, may you then 
use the short form of the citation.

• Three general principles for providing the short form citation:
o Clear to the reader which authority is being referenced;

o The full citation falls in the same general discussion; and

o The reader will have little trouble locating the full citation.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• When using only one part name in short form, use the name of 
the first party.

• Unless the first party is a geographical unit, a governmental 
entity, or another type of common litigant.  
o This exception rarely applies in patent prosecution or patent litigation.

• Can shorten a longer name to a shorter name, so long as the 
reference remains unambiguous.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Example 1:
o Alice Corp. v. CLS Bank Int'l, 110 U.S.P.Q.2d 1976, 1978 (U.S. 2014).

o Proper forms:
 Alice at 1980.

 110 U.S.P.Q.2d at 1980.

 Id. at 1980.

o Not proper:
 Alice Corp. at 1980 (U.S. 2014).

 Alice Corp. v. CLS Bank at 1980.

 110 U.S.P.Q.2d 1976 at 1980.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Example 2:
o Accenture Global Servs., GmbH v. Guidewire Software, Inc., 108 U.S.P.Q.2d 1173 

(Fed. Cir. 2013)

o Proper forms:
 Accenture at 1176.

 108 U.S.P.Q.2d at 1176.

 Id. at 1176.

o Not proper:
 Accenture Global Servs. at 1176 (Fed. Cir. 2013).

 Guidewire at 1176.

 Accenture v. Guidewire at 1176.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Parallel Citations

o Parallel citations include citing to two different reporters.

o Parallel citations are appropriate in most circumstances.

o If parallel citing – be consistent!

o If parallel citing to the Court of Appeals for the Federal Circuit, cite to the 
United States Patent Quarterly (U.S.P.Q.) and the Federal Reporter (e.g., F.3d)

o If parallel citing to the Supreme Court, cite to the United States Patent 
Quarterly and the Supreme Court Reporter.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Parallel Citations, Example 1

o Proper: Alice Corp. v. CLS Bank Int'l, 110 U.S.P.Q.2d 1976, 134 S. Ct. 2347 (U.S. 
2014) 

o In this first example, the parallel citation includes the citation to the United 
States Patent Quarterly and the Supreme Court Reporter.

o Subsequent citations to this case should include both citations.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Parallel Citations, Example 2

o Proper: Classen Immunotherapies Inc. v. Biogen IDEC, 100 U.S.P.Q.2d 1492, 659 
F.3d 1057 (Fed. Cir. 2011) 

o In this second example, the parallel citation includes the citation to the United 
States Patent Quarterly and the Federal Reporter.

o Subsequent citations to this case should include both citations.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Parallel Citations, Short Form

o Similar rule applies to the case name.
 Use the name of the first party.

 Can shorten a longer name to a shorter name, so long as the reference remains 
unambiguous.

o With parallel citations, you should include both of the reporters in the short 
form.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Parallel Citations, Short Form

• Example 1: Alice Corp. v. CLS Bank Int'l, 110 U.S.P.Q.2d 1976, 134 
S. Ct. 2347 (U.S. 2014) 
o Proper:

 Alice, 110 U.S.P.Q.2d at 1978, 134 S. Ct. at 2348.
 110 U.S.P.Q2d at 1978, 134 S. Ct. at 2348.
 Id. at 1978, 134 S. Ct. at 2348

o Improper:
 Alice, 110 U.S.P.Q.2d at 1978.
 Alice, 134 S. Ct. at 2348
 Id.  

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Using “id.”:

o Shorthand used to refer to an immediately preceding authority.

o If a different page is being referenced in the preceding authority, append the 
word “at” to “id.” and include the page number.

o If using “id.” with a parallel citation, include both sources.

o Don’t forget to italicize (or underline) the word “id.” – including the period.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Using “id.” – Example 1:  Identical citation

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Using “id.” – Example 2:  Same opinion, but on a different page

o Notice the change in capitalization of “id.” when used as a citation clause 
rather than a citation sentence.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Using “id.” – Example 3:  Same opinion, but with parallel citations

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Using “id.” – Example 4:  Two different authorities being cited in 
the same sentence.

• The use of “id.” in this instance is improper because it is unclear 
to which authority the “id.” refers.

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• Summary

o Always introduce a case by its full citation form first.

o Short citation should only list the first party and after the authority has been 
introduced in full citation form.  

o When using parallel citations – be consistent!

o Watch the use of “id.”!

CITATION STRUCTURE: WHEN IS THE SHORT 
CITATION APPROPRIATE?



• In non-academic, legal documents, citations generally appear 
within the text of the document immediately following the 
proposition they support.

• This style is sometimes referred to as “in-text” or “in-line” 
citation.

• The in-text or in-line citation may appear offset by parentheticals.
o Note:  The Bluebook does not actually require this, but it can be helpful in 

readily identifying cited sources in your writing.  

DIFFERENCE TYPES OF CITATIONS: IN-LINE, 
FOOTNOTES, & ENDNOTES 



• Footnotes should only be used in non-academic, legal documents 
when permitted or as required by local court rules.

• Endnotes should only be used in academic writing.

• In drafting appeal briefs, pre-appeal brief conference requests for 
review, or responses to Office Actions, your writing should 
include in-line citations or footnotes.  

DIFFERENCE TYPES OF CITATIONS: IN-LINE, 
FOOTNOTES, & ENDNOTES



DIFFERENCE TYPES OF CITATIONS: IN-LINE, 
FOOTNOTES, & ENDNOTES 

In-line Citation Footnote

Immediately identifies the source of the 
proposition.

Requires that the reader move his or her attention 
to another portion of the page.

Allows the reader to continue the sentence or 
paragraph without distraction.

Can disrupt the reader and distract from the 
argument being presented.

Difficult to add additional or explanatory
information.

Easier to add explanatory or additional information 
that may be relevant but not directly on point.



• When deciding between whether to use in-line citation or 
footnoting, be consistent.

• Don’t “mix ’n match” in-line citations with footnote citations.

• If using both in-line citations and footnotes, use the footnotes to 
add explanatory detail and the in-line citations to cite 
immediately to the source.  

DIFFERENCE TYPES OF CITATIONS: IN-LINE, 
FOOTNOTES, & ENDNOTES 



• Example 1: In-line Citation

DIFFERENCE TYPES OF CITATIONS: IN-LINE, 
FOOTNOTES, & ENDNOTES 



• Example 2: Footnotes

DIFFERENCE TYPES OF CITATIONS: IN-LINE, 
FOOTNOTES, & ENDNOTES 



• Example 2: Improper Use of In-Line Citation and Footnotes

DIFFERENCE TYPES OF CITATIONS: IN-LINE, 
FOOTNOTES, & ENDNOTES 



• Summary:

o In-text or in-line citations is generally acceptable for non-academic, legal 
writing.

o Footnotes are acceptable and, sometimes, required instead of in-line citation.

o In-line citations allow the reader to continue reading without interruption, but 
footnotes are a better mechanism for providing explanation or tangentially 
related details.

o Choose one and be consistent!

DIFFERENCE TYPES OF CITATIONS: IN-LINE, 
FOOTNOTES, & ENDNOTES 



• Preferably, a citation should cite to a reporter in which an opinion 
is published.

• Table 1 (T1) of The Bluebook lists the reporters that should be 
cited depending on the court that wrote the opinion.
o Supreme Court: Supreme Court Reporter (S. Ct.)
o Court of Appeals for the Federal Circuit (precedential):  Federal Reporter (F. 3d)
o Court of Appeals for the Federal Circuit (non-precedential): Federal Appendix 

(F. App’x)
o District Courts:  Federal Supplement (F. Supp. 3d)

CHOOSING THE REPORTER:  WHICH 
REPORTER DO I  CITE?



• What about the United States Patent Quarterly?  

• This is not a reporter associated with a particular court, but with 
a particular type of case.

• Both the Manual of Patent Examining Procedure (MPEP) and 
Trademark Manual of Examining Procedure (TMEP) provide 
guidance.

CHOOSING THE REPORTER:  WHICH 
REPORTER DO I  CITE?



• MPEP § 707.06   Citation of Decisions, Orders Memorandums, 
and Notices
o In citing court decisions, when it is convenient to do so, the U.S. or Federal 

Reporter citation should be provided; in the alternative, the USPQ citation 
should be given.

o The citation of decisions which are not available to the public should be 
avoided.

o It is important to recognize that a federal district court decision that has been 
reversed on appeal cannot be cited as authority. 

CHOOSING THE REPORTER:  WHICH 
REPORTER DO I  CITE?



• TMEP § 705.05   Citation of Decisions and USPTO Publications
o When citing court or administrative decisions, the United States Patents 

Quarterly (USPQ or USPQ2d) citation should be given.  

o If possible, a parallel citation to the United States Reports (U.S.), Federal 
Reporter (F., F.2d, or F.3d), or Federal Supplement (F. Supp. or F. Supp.2d) 
should also be given.  The court or tribunal (2d Cir., C.C.P.A., Fed. Cir., TTAB, 
etc.) and the date of the decision should always be given.

o When citing to a decision that is published and reported only in LexisNexis® 
and/or Westlaw®, for which there are no official print versions, the citing party 
should provide the name of the research service, case name, proceeding name 
and docket number, database identifier, court name, date, and screen, page, or 
paragraph numbers, if assigned.  

CHOOSING THE REPORTER:  WHICH 
REPORTER DO I  CITE?



• The USPTO has typically leaned towards the United States Patent 
Quarterly in citing opinions.

• Practice tip:  Parallel cite to both the United States Patent 
Quarterly and the appropriate Federal Reporter.  
o Don’t forget to properly parallel cite in the short form of the citation!

CHOOSING THE REPORTER:  WHICH 
REPORTER DO I  CITE?



• Summary:

o Both the MPEP and the TMEP recognize the U.S.P.Q. as being a preferable 
reporter.

o When in doubt, parallel cite – U.S.P.Q. and F.3d, U.S.P.Q. and F. Supp. 2d, or 
U.S.P.Q. and S. Ct.

CHOOSING THE REPORTER:  WHICH 
REPORTER DO I  CITE?



• There are four general category of materials authored by the 
United States Patent and Trademark Office that you might cite:
o Communications from the Examiner;

o Decisions by the Patent Trial and Appeal Board;

o Memorandum published by the U.S.P.T.O.; and,

o Notices from the U.S.P.T.O. and published in the Federal Register.

CITING TO AGENCY MATERIALS



• Communications from the Examiner:

o Years ago, each document (“paper”) in a file wrapper for a patent application 
was assigned a number.  This number would then be used as the citation.

o With the introduction of the Electronic File Wrapper (EFW), the USPTO has 
since done away with assigning paper numbers to applications.

o How do we cite to communications from the Examiner?

CITING TO AGENCY MATERIALS



• Communications from the Examiner

CITING TO AGENCY MATERIALS



• Communications from the Examiner

CITING TO AGENCY MATERIALS



• Communications from the Examiner:

o Identify the communication by what the document is:
 Non-Final Office Action;
 Final Office Action;
 Examiner’s Reply

o Identify the date on which the U.S.P.T.O. notified the applicant / appellant:
 August 11, 2017

o Identify the page where the relevant text can be found

 Example:  Non-Final Office Action dated August 11, 2017, p. 4.

o After introducing the full citation of the communication, the communication may 
then be referenced using a short citation (e.g., “Non-Final Office Action”). 

CITING TO AGENCY MATERIALS



• Communications from the Examiner: Example

CITING TO AGENCY MATERIALS



• Side Note: Submissions by the Applicant
o Like with citing to the name of the communication provided by the U.S.P.T.O, 

Applicant documents should be cited similarly.

o Provide the full title of the document and the date on which the document 
was submitted or mailed.

o Example:  
 Amendment and Response under 37 C.F.R. § 1.111, submitted November 6, 2017, p. 5.
 Amendment and Response at 7.
 Id. at 7.

CITING TO AGENCY MATERIALS



• Decisions by the Patent Trial and Appeal Board:

o Citation to a decision by the PTAB includes four components:

 the case name;

 docket number;

 citation to secondary source (if available); and

 the date of the decision.

CITING TO AGENCY MATERIALS



• Decisions by the Patent Trial and Appeal Board: Example

CITING TO AGENCY MATERIALS



• Decisions by the Patent Trial and Appeal Board: Example
o Full Citation:

 Ex parte McAward, No. 2015-006416, 2017 Pat. App. LEXIS 8537 (P.T.A.B. August 25, 2017)

o Short Citation:
 McAward, No. 2015-006416 at 3, 2017 Pat. App. LEXIS 8537, at *2.

• When citing to an electronic database (e.g., WestLaw, Lexis, or 
BNA), include the document identifier and list the page number 
with the asterisk.  

CITING TO AGENCY MATERIALS



• Memorandum published by the U.S.P.T.O.:

o Cite to the United States Patent and Trademark Office as the institutional 
author;

o Provide the title of the document or memorandum;

o Identify the date on which the document or memorandum was published.

CITING TO AGENCY MATERIALS



• Memorandum published by the U.S.P.T.O.: Example

CITING TO AGENCY MATERIALS



• Memorandum published by the U.S.P.T.O.: Example
o Full citation:

 U.S. Patent and Trademark Office, Formulating a Subject Matter Eligibility Rejection and 
Evaluating the Applicant’s Response to a Subject Matter Eligibility Rejection (May 4, 2016)

o Short citation:
 Note:  The Bluebook does not explicitly address internal agency memorandum.

 In this case, choose a name that distinguishes the memorandum from other sources cited 
in your writing (e.g., “May 2016 Memorandum”).   

 Follow short citation rules: 1)  May 2016 Memorandum at 3.  
2)  Id. at 4.

CITING TO AGENCY MATERIALS



• Notices from the U.S.P.T.O. and published in the Federal Register:  
o Citations to the Federal Register generally have three parts:

 The commonly used name of the rule or regulation;

 The volume and page on which the rule or regulation (or any preceding discussion 
thereof) begins; and,

 the date of the rule or regulation.

CITING TO AGENCY MATERIALS



• Notices from the U.S.P.T.O. and published in the Federal Register: 
Example  

CITING TO AGENCY MATERIALS



• Notices from the U.S.P.T.O. and published in the Federal Register:  
Example:
o Full citation:

 2014 Interim Guidance on Patent Subject Matter Eligibility, 79 Fed. Reg. 74,619 (Dec. 16, 
2014).

o Short citation:
 2014 Interim Guidance on Patent Subject Matter Eligibility, 79 Fed. Reg. at 74,621.
 Id. at 74,621.

CITING TO AGENCY MATERIALS



• Summary

o Properly and precisely identify the Examiner (or Applicant) communication 
being cited.

o For citation purposes, the author of agency memoranda is the United States 
Patent and Trademark Office.

o If citing to an opinion authored by the PTAB, find out if it’s been published in a 
reporter; if so, cite the reporter.

o Citing to the Federal Register: Name of Regulation, Vol. No. Fed. Reg. Page No. 
(Date).

CITING TO AGENCY MATERIALS



• The Bluebook provides specific guidelines for citing to patents.

• Full citation:  Cite the patent number.  The filing date and/or issue 
date may be included.

o Example 1:  U.S. Patent No. 9,456,123 (filed Dec. 18, 2014).

• Short citation: Apostrophe followed by the last three digits.
o Example 2:  the ’123 patent  

C I T I N G  TO  PAT E N T  L I T E R AT U R E:  PAT E N TS  A N D  
P U B L I S H ED A P P L I C AT IO N S



• The citation form provided by the Bluebook contrasts with the Code of 
Federal Regulations

• 37 C.F.R. 1.104(d):
o If domestic patents are cited by the examiner, their numbers and dates, and the 

names of the patentees will be stated. 

o If domestic patent application publications are cited by the examiner, their 
publication number, publication date, and the names of the applicants will be 
stated.

• In practice, the way in which patents and published applications are 
cited differs from the preferred Bluebook rules.  

C I T I N G  TO  PAT E N T  L I T E R AT U R E:  PAT E N TS  A N D  
P U B L I S H ED A P P L I C AT IO N S



• Example 1:

• Full citation:  U.S. Pat. No. 9,456,123 to Emmett et al.

• Short citation:  Emmett

C I T I N G  TO  PAT E N T  L I T E R AT U R E:  PAT E N TS  A N D  
P U B L I S H ED A P P L I C AT IO N S



• When citing to a patent, cite the column and line number.

• Examples:
o Bluebook form:  U.S. Pat. No. 9,456,123, col. 3 ll. 25-38 (filed Dec. 18, 2014).

o Alternative form 1:  U.S. Pat. No. 9,456,123 to Emmett et al., col. 3 ll. 25-38.

o Alternative form 2:  U.S. Pat. No. 9,456,123 to Emmett et al., col. 3:25-38.

C I T I N G  TO  PAT E N T  L I T E R AT U R E:  PAT E N TS  A N D  
P U B L I S H ED A P P L I C AT IO N S



• Example 2:

• Full citation: U.S. Pat. App. Pub. No. 2009/0299785 to Savjani et al.
• Short citation: Savjani

C I T I N G  TO  PAT E N T  L I T E R AT U R E:  PAT E N TS  A N D  
P U B L I S H ED A P P L I C AT IO N S



• When citing to a patent application publication, be sure to include the 
paragraph number in which the relevant quote appears.
o Examples: 

 Savjani at ¶[0005].

 Savjani at [0005].

• The Bluebook does not explicitly specify how an application 
publication is to be cited.  

• As conformity and uniformity is a driving principle, the citation format 
for a patent application publication should be similar to a patent 
citation.

C I T I N G  TO  PAT E N T  L I T E R AT U R E:  PAT E N TS  A N D  
P U B L I S H ED A P P L I C AT IO N S



• Summary

o Use the last name of the first named inventor OR the last three digits of the 
patent or application publication when citing to a patent or application 
publication.

o When citing to a patent, identify the column and line numbers where the 
relevant material is found; when citing to an application publication, identify 
the relevant paragraph.

C I T I N G  TO  PAT E N T  L I T E R AT U R E:  PAT E N TS  A N D  
P U B L I S H ED A P P L I C AT IO N S



• Sometimes, there will be circumstances where two patent 
literature references (e.g., a patent and a published application), 
will list the same, named inventor.

• This often happens where the references are part of a patent 
application family.

E V E RYO N E  I S  N A M E D  “ S M I T H ” : C I T I N G  TO  PAT E N T  A N D  
N O N -PAT E N T  R E F E R EN CES  W I T H  T H E  SA M E  AU T H O R



• Example:

E V E RYO N E  I S  N A M E D  “ S M I T H ” : C I T I N G  TO  PAT E N T  A N D  
N O N -PAT E N T  R E F E R EN CES  W I T H  T H E  SA M E  AU T H O R



• In these instances, there are generally two options for 
distinguishing between the references:

o Use the last three digits of the patent or application publication to distinguish 
between the references; or,

o Label the first reference, usually the primary reference, as “I” and the 
secondary reference as “II”.  

E V E RYO N E  I S  N A M E D  “ S M I T H ” : C I T I N G  TO  PAT E N T  A N D  
N O N -PAT E N T  R E F E R EN CES  W I T H  T H E  SA M E  AU T H O R



• Example I: 

E V E RYO N E  I S  N A M E D  “ S M I T H ” : C I T I N G  TO  PAT E N T  A N D  
N O N -PAT E N T  R E F E R EN CES  W I T H  T H E  SA M E  AU T H O R



• Example 2: 

E V E RYO N E  I S  N A M E D  “ S M I T H ” : C I T I N G  TO  PAT E N T  A N D  
N O N -PAT E N T  R E F E R EN CES  W I T H  T H E  SA M E  AU T H O R



• Example 3: Don’t “mix ’n match!” 

• The citations to the ’040 patent and the ’135 application publication is improper 
because it mixes the two citation formats.

• The citation of Lawler is acceptable because there are no other references where 
Lawler is a named inventor.

E V E RYO N E  I S  N A M E D  “ S M I T H ” : C I T I N G  TO  PAT E N T  A N D  
N O N -PAT E N T  R E F E R EN CES  W I T H  T H E  SA M E  AU T H O R



• While acceptable, the challenge with using “I” and “II” is that 
later references can confuse or lead the reader into 
misunderstanding a particular argument.

• By identifying the patent or application publication by three-digit 
number, you better clarify the record and leave little to 
misinterpretation.

• Wholly stylistic, but you should strive for clarity in writing. 

E V E RYO N E  I S  N A M E D  “ S M I T H ” : C I T I N G  TO  PAT E N T  A N D  
N O N -PAT E N T  R E F E R EN CES  W I T H  T H E  SA M E  AU T H O R



• Summary:

o There is no “right” way to cite to patent literature documents having the same, 
named first inventor.

o Strive for clarity – if there are multiple references (i.e., more than two) 
consider referencing the documents by their last three-digit numbers rather 
than by inventor last name.

o Like footnoting or citing to communications with the Patent Office, pick one 
format and be consistent with it.  

E V E RYO N E  I S  N A M E D  “ S M I T H ” : C I T I N G  TO  PAT E N T  A N D  
N O N -PAT E N T  R E F E R EN CES  W I T H  T H E  SA M E  AU T H O R



• As patent practitioners, we often cite to the original text of a 
patent or application publication in making a particular point or 
presenting a particular argument.

• When citing to a portion in a patent or application publication, 
the number of words in the portion dictates whether you should 
use block quoting or in-line quoting.

H OW  A N D  W H E N  TO  Q U OT E :   I N -L I N E  Q U OTAT I O N S  VS .  
B LO C K  Q U OT I N G



• For block quoting, the threshold number of words is 50: If the 
portion being cited includes 50 or more words, the portion 
should appear as a block quote.

• Specific rules regarding block quoting:
o The portion being quoted should be indented on the left and right sides.

o No quotation marks are used in presenting the block quote.

o Quotation marks appearing in the block quote should appear as in the original 
material.  (Rare in patent literature).

H OW  A N D  W H E N  TO  Q U OT E :   I N -L I N E  Q U OTAT I O N S  VS .  
B LO C K  Q U OT I N G



• Specific rules relating to block quoting:
o If the first word in the block quote is the start of a paragraph in the source material, 

the first line of the block quote should be indented.

o If omitting words from a cited paragraph, indicate the omission using four periods 
(“. . . .”).

o If omitting one or more paragraphs from a cited portion, start a new line and 
indicate the omission using four periods (“. . . .”).

o If citing in-line, the citation to the source material should be on the first line 
following the block quote and should be left aligned with no indentation.

o If citing using footnotes, the footnote number should appear after the final 
punctuation of the quotation.

H OW  A N D  W H E N  TO  Q U OT E :   I N -L I N E  Q U OTAT I O N S  VS .  
B LO C K  Q U OT I N G



• Example: Source Material

• U.S. Pat. App. Pub. No. 2015/0281135 to Andrews et al.

H OW  A N D  W H E N  TO  Q U OT E :   I N -L I N E  Q U OTAT I O N S  VS .  
B LO C K  Q U OT I N G



• Example: Block Quoting an Entire Paragraph

H OW  A N D  W H E N  TO  Q U OT E :   I N -L I N E  Q U OTAT I O N S  VS .  
B LO C K  Q U OT I N G
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• Example: Block Quoting a Portion of a Paragraph

H OW  A N D  W H E N  TO  Q U OT E :   I N -L I N E  Q U OTAT I O N S  VS .  
B LO C K  Q U OT I N G
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• Summary

o If the quotation is 50 or more words, then use a block quote.

o Ident both sides of the block quote.

o The first line of the block quote should be indented if the first line is also the 
first sentence of the paragraph being quoted.

o Recall the difference in where the citation appears if in-line citing or footnote 
citing.

H OW  A N D  W H E N  TO  Q U OT E :   I N -L I N E  Q U OTAT I O N S  VS .  
B LO C K  Q U OT I N G .



• A signal is a shorthand message about the relationship between a 
proposition and the source or authority cited for that proposition.

• If the signal is the beginning of a citation clause, the signal should be 
in lower case.  

• If the signal is the beginning of a citation sentence, the signal should 
be capitalized.
o Example:  In addition, a claim may be directed to patent-eligible subject matter 

where the solution arises from computer technology and specifically relates to a 
problem found in a computing environment.  (See DDR Holdings, LLC v. Hotels.com, 
LP, 113 U.S.P.Q.2d 1097, 1105 (Fed. Cir. 2014).) 

C I TAT I O N  S I G N A L S:   W H AT  D O  T H E Y  M EA N  A N D  H OW  TO  
U S E  T H E M



• Common signals used in patent prosecution practice:
o [No signal]

 Cited authority (1) directly states the proposition, (2) identifies the source of a quotation, 
or (3) identifies an authority referred to in the text.  No signal should be used when 
directly quoting an authority.  

o E.g.
 The cited authority states the proposition; other authorities also state the proposition, 

but citation to them would not be helpful or is unnecessary.
 E.g. may also be used in conjunction with other signals:  See, e.g.,

o See
 The cited authority clearly supports the proposition.
 Similar to citing without a signal, but the authority may not directly state the proposition 

being proposed.  

C I TAT I O N  S I G N A L S:   W H AT  D O  T H E Y  M EA N  A N D  H OW  TO  
U S E  T H E M



• Common signals used in patent prosecution practice:
o See also

 Cited authority constitutes additional source material that supports the proposition.
 Typically used where multiple authorities have already been directly cited and discussed 

for a given proposition.
 If “see also” is used, a parenthetical explanation is encouraged to provide support for the 

citation.  

o See generally
 The cited authority provides helpful background information for a particular proposition, 

but does not state the proposition explicitly.  
 Like “see also,” a parenthetical explanation is encouraged when “see generally” is used.  

C I TAT I O N  S I G N A L S:   W H AT  D O  T H E Y  M EA N  A N D  H OW  TO  
U S E  T H E M



• Summary

o Signals can be useful in providing further explanation and background for a 
particular proposition.

o Bolsters your argument and demonstrates that the authority being relied upon 
is not unique – that there are other authorities that support your proposition.

C I TAT I O N  S I G N A L S:   W H AT  D O  T H E Y  M EA N  A N D  H OW  TO  
U S E  T H E M



• General rule for citing to a slip opinion:
o When a case is unreported (i.e., does not appear in U.S.P.Q., F.3d, S. Ct., etc.), 

but available in a separately printed slip opinion.

• Citations to a slip opinion generally have four parts:
o The party names;
o The docket number;
o The court; and,
o The full date of the most recent disposition of the case (e.g., usually the date 

the case is decided).  

H A S  I T  B E E N  R E P O RT E D :   C I T I N G  TO  S L I P  O P I N I O N S



• Example 1:

• Full citation:
o Alice Corp Pty. Ltd. v. CLS Bank Int’l, 

No. 13-298 (U.S. June 19, 2014).

• Pinpoint citation:
o Alice Corp. Pty. Ltd. v. CLS Bank Int’l,
No. 13-298, slip op. at 4 (U.S. June 19, 2014).

• Short citation:
o Alice Corp. No. 13-298, slip op. at 4.  

H A S  I T  B E E N  R E P O RT E D :   C I T I N G  TO  S L I P  O P I N I O N S



• Selected for Reporting, But Not Yet Reported:
o At some point, the unreported opinion will be selected for reporting, but the 

reporter may not have officially published the opinion.

o In this situation, cite to the volume of the opinion to be reported, and use 
underlining to indicate that the opinion has not yet been reported.

o Parallel cite to the slip opinion and the reporter in which the opinion will 
appear.

o Example 2:  Alice Corp. Pty. Ltd. v. CLS Bank Int’l, No. 13-298, 134 S. Ct. ___ 
(2014).  

H A S  I T  B E E N  R E P O RT E D :   C I T I N G  TO  S L I P  O P I N I O N S



• Reporter Has Published Opinion:
o After a reporter has published an opinion, citation to the slip opinion is no longer 

proper.

o Cite to the reporter in which the opinion is published, and follow the rules 
discussed in earlier slides.

o Exception: 
 Continue to cite to the slip opinion if the opinion is only available in an electronic database (e.g., 

Lexis, WestLaw, BNA) and unavailable in any other reporter.

 Cite to both the slip opinion and the electronic database.  If pinpoint citing, use the pagination of 
the electronic database.  

 Example 3:  Visual Memory LLC. v. NVIDIA Corp., No. 2016-2254, 2017 U.S. App. LEXIS 15187, at *7 
(Fed. Cir. August 15, 2017).  

H A S  I T  B E E N  R E P O RT E D :   C I T I N G  TO  S L I P  O P I N I O N S



• Example 4: 

H A S  I T  B E E N  R E P O RT E D :   C I T I N G  TO  S L I P  O P I N I O N S



• Summary
o Citation to a slip opinion is appropriate when:

 The opinion is available, BUT
 No official has reported the opinion.

o Once an official reporter has published an opinion, citation to the slip opinion 
is improper.

o Check for publication of an opinion using an online service (e.g., Lexis, 
Westlaw, or BNA).  

o Include a citation to the electronic database if the slip opinion is available via 
the database.   

H A S  I T  B E E N  R E P O RT E D :   C I T I N G  TO  S L I P  O P I N I O N S
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