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Episode 04 – Docketing Post Issuance Deadlines: 
Certificates of Correction, Reissues, Patent Term 
Adjustment Verification, Maintenance Fees
Thursday, October 7th, 2021 at 12:00 PM CT

Episode 01 – Docketing and Docketing Management 
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Non-Final Office Actions, PCT Actions
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Episode 03 – Docketing Final Office Actions, 
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Recording

A link to the 
recording and slides 
will be emailed to all 
registrants.

Questions

Type questions in 
the Q&A feature at 
any time, and we will 
address them during 
a Q&A session at the 
end of the webinar.

Social

Follow us on LinkedIn 
or go to SLW Institute 
on slwip.com and 
BlackHillsIP.com to 
see upcoming and on 
demand webinars.
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Polling Question

○ Docketer

○ Paralegal

○ Attorney

○ Manager/Administrator

○ IT

○ Other

What is your primary role in your organization?
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Polling Question

o Anaqua

o AppColl

o CPI

o FoundationIP

o Inprotech

o IPFolio

o IP Manager

o Memotech

o Patricia

o Other

What is the primary docketing system that you use?
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1. Identify common PTO documents including nonfinal office actions and 

other pre-examination notifications

2. Understand what deadlines need to be docketed 

3. Recognize common manual docketing errors

4. Illustrate how automated docketing and verification can avoid these 

errors
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Priority 
Application 
Filed 
(optional)

Original 
Application 
Filed

Examination
Continuing 
Applications 
Filed (optional)

Patent Issues for 
Original Appln 
(or Orig. Appln is 
Abandon)

•Provisional
•Foreign Appln •Nonprovisional •Formalities

•Non-Final Office Action
•Final Office Action
•Appeals

•Continuation
•Divisional
•Continuation-in-Part
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1. Official Filing Receipts / Notices of Publication

2. Formalities

3. Office Actions



Official Filing Receipts 
and Notices of Publications

"Easy like Sunday Morning"

- Easy by The Commodores
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Auto-Docketing that is too legit to quit
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Is there a deadline to docket? 

Answer: No

Language from the Filing Receipt: "If an error is noted on this 
Filing Receipt, please submit a written request for a Filing 
Receipt Correction."



Schwegman Lundberg & Woessner  |  slwip.comCommon Problems Docketing Filing Receipts & Notices of Publication

Easy to docket but time consuming to verify the data
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Polling Question

○ Internal Docketing Team

○ Internal Paralegals

○ Outside Vendor 

○ Outside Counsel updates my docketing system

○ No internal docket

○ Other

Who does your US patent docketing?



Formalities Letters

"Yeah, Time is on my side, yes it is.
Time is on my side, yes it is. "

- Time is On My Side by The Rolling Stones
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Is there a deadline to docket? 

Answer: Yes; two months from the mailing date of the notice; extendable 
for 5 additional months.

Language from the document: "Applicant is given TWO MONTHS from the 
date of this Notice within which to correct the informalities indicated below. 
Extensions of time may be obtained by filing a petition accompanied by the 
extension fee under the provisions of 37 CFR 1.136(a)."
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§ 1.136 Extensions of time.
(a)

(1) If an applicant is required to reply within a nonstatutory or shortened statutory time 
period, applicant may extend the time period for reply up to the earlier of the expiration of any maximum 
period set by statute or five months after the time period set for reply, if a petition for an extension of time and 
the fee set in § 1.17(a) are filed, unless:

(i) Applicant is notified otherwise in an Office action;
(ii) The reply is a reply brief submitted pursuant to § 41.41 of this title;
(iii) The reply is a request for an oral hearing submitted pursuant to § 41.47(a) of this title;
(iv) The reply is to a decision by the Patent Trial and Appeal Board pursuant to § 41.50 or

§ 41.52 of this chapter or to § 90.3 of this chapter; or
(v) The application is involved in a contested case (§ 41.101(a) of this title) or a derivation
proceeding (§ 42.4(b) of this title).
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• Docketer enters the wrong activity / action

• Docketer enters the wrong mail date

• Docketer dockets the requirement in the wrong matter
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• Deadlines for Declarations and Assignments are “soft” deadlines with law firms 
or corporations each having different docketing requirements for these 
documents

• Best practices suggest docketing assignments and declarations for completion 
within two months of filing an application

• If not filed within two months, deadlines should not be removed from the docket 
but rolled forward until the signed documents are filed with the USPTO

• Alternative deadlines to docketing filing of Declarations and Assignments:
* Prior to filing PCT or foreign applications
* Prior to receipt of a Notice of Allowance
* Upon payment of the issue fee (absolute deadline)
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• Although Assignments can be filed at any time, and Declarations are not 
technically due in the USPTO until payment of Issue Fee, there are many good 
reasons to docket and file earlier. 

* inventors become more difficult to reach, sometimes resulting in the inability to obtain                      
………. signatures at all 

* inability to get a signed declaration could affect issuance of a US patent or loss of IP           
….    rights           

* late filed declarations and assignments can affect prosecution of related foreign ..     
…..        applications and priority claims

Note that while docketing instructions of your firm or client may differ, 
implementing consistent, automated deadlines that launch in your docketing 
system can eliminate wasted time, missed deadlines and possible loss of IP 
rights
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Polling Question

○ The docketing team does a manual second eye review (one person 
dockets an item and a different person reviews)

○ The paralegal (or other non-docketing staff) does a manual second 
eye review

○ The attorney is responsible for a manual second eye review

○ There is no official process for second eye review of docketing

How do you handle quality control ("second eye review")?



Office Actions

"I have climbed the highest mountains, I have run 
through the fields....
But I still haven't found what I'm looking for "

- I Still Haven't Found What I'm Looking for by U2
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Is there a deadline to docket? 

Answer: Yes; 2 months from the mailing date of the notice; extendable for only 
an additional 2 months.

Language from the document: "THE SHORTENED STATUTORY PERIOD 
FOR REPLY IS SET TO EXPIRE TWO MONTHS FROM THE MAILING OR 
NOTIFICATION DATE OF THIS COMMUNICATION. This time period for reply 
is extendable under 37 CFR 1.136(a) for only TWO additional MONTHS."
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Is there a deadline to docket? 

Answer: Yes; 2 months from the mailing date of the notice; extendable by 4 
months.

Language from the document: "A SHORTENED STATUTORY PERIOD FOR 
REPLY IS SET TO EXPIRE 2 MONTHS FROM THE MAILING DATE OF THIS 
COMMUNICATION. Extensions of time may be available under the provisions of 
37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) 
MONTHS from the mailing date of this communication."
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Is there a deadline to docket? 

Answer: Yes; three months from the mailing date of the notice; extendable an 
additional 3 months

Language from the document: "A SHORTENED STATUTORY PERIOD FOR 
REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF THIS 
COMMUNICATION. Extensions of time may be available under the provisions 
of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX 
(6) MONTHS from the mailing date of this communication."
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Is there a deadline to docket? 

Answer: Yes; three months from the mailing date of the notice; extendable an 
additional 3 months

Language from the document: " A SHORTENED STATUTORY PERIOD FOR 
REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF THIS 
COMMUNICATION. Extensions of time may be available under the provisions 
of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX 
(6) MONTHS from the mailing date of this communication."
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• Docketer fails to docket the correct period for the initial reply (2 or 3 months)

• Docketer fails to docket the correct final deadline (4 months or 6 months)

• Docketer thinks restriction requirements still have a one-month period for reply

• Docketer fails to docket a SIDS when a NORC is included with the Office Action
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Is there a deadline to docket? 

Answer: Yes; three months from the mailing date of the notice; extendable an additional 3 
months

Language from the document: "A SHORTENED STATUTORY PERIOD FOR REPLY IS SET 
TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF THIS 
COMMUNICATION. Extensions of time may be available under the provisions of 37 CFR 
1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication."

Common Problems
Docketer doesn't know if the action is final or nonfinal
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Is there a deadline to docket? 

Answer: Yes; three months from the mailing date of the notice; Non extendable otherwise 
prioritized exam status will be lost

Language from the document: " A SHORTENED STATUTORY PERIOD FOR REPLY IS SET 
TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF THIS COMMUNICATION. Extensions 
of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a 
reply be timely filed after SIX (6) MONTHS from the mailing date of this communication."

Common Problem
Docketer doesn't recognize that the matter is in prioritized exam and dockets the three-
month date as an extendable deadline.



slwip.com
blackhillsip.com Summary

1. Identify common PTO documents including nonfinal office actions and other pre-

examination notifications

2. Understand what deadlines need to be docketed

3. Recognize common manual docketing errors

4. Appreciate how automated docketing and verification can avoid these errors

After Today's Program, you should be able to:



Thank you for your interest.

Questions?
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Black Hills IP  |  blackhillsip.com
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Episode 04 – Docketing Post Issuance Deadlines: 
Certificates of Correction, Reissues, Patent Term 
Adjustment Verification, Maintenance Fees
Thursday, October 7th, 2021 at 12:00 PM CT

Episode 01 – Docketing and Docketing Management 
for US Initial Filing (Provisionals & Regular /Apps) 
Due/Bar Dates, Paris Convention & PCT Deadlines
Thursday, April 1st, 2021 at 12:00 PM CT

Episode 02 – Docketing Formalities, Restrictions, 
Non-Final Office Actions, PCT Actions

Thursday, June 3rd, 2021 at 10:00 AM CT

Episode 03 – Docketing Final Office Actions, 
Appeals, Continuations, Allowances

Thursday, August 5th, 2021 at 12:00 PM CT
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Episode 01 – What is Digital Transformation for 
Law Practices?
Thursday, February 11th, 2021at 12:00 PM CT 

Episode 02 – SLW Digital Transformation Case 
Study: Overview of SLW systems, tools, data 
lake, processes, teams and personnel.
Thursday, March 11th, 2021 at 12:00 PM CT

Episode 03 – SLW Digital Transformation Case 
Study: Application Preparation – Disclosure 
intake and docketing, application drafting tools, 
production management
Thursday, April 8th, 2021 at 12:00 PM CT

Episode 04 – SLW Digital Transformation Case Study: Prosecution I 
– Receiving & Reporting PTO Correspondence – docketing, 
data/document storage, work packets, drafting and filing papers 
and responses; reporting to clients
Thursday, May 13th 2021 at 12:00 PM CT

Episode 05 – SLW Digital Transformation Case Study: Prosecution 
II – Claim tracking, reference analysis tools and reports, 
prosecution landscape tools and reports, IDS management
Thursday, June 10th, 2021 at 12:00 PM CT

Episode 06 – SLW Digital Transformation Case Study: Due 
Diligence, Freedom to Operate Studies, Landscape Studies, 
Portfolio Curation, Portfolio Analytics, Landscape Analytics, 
Examiner and Attorney Analytics 
Thursday, July 8th, 2021 at 12:00 PM CT
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VP of Sales
Black Hills IP
Jbrophy@blackhillsip.com

Michelle Forsberg 
Marketing Administrator
Schwegman Lundberg & 
Woessner
mforsberg@slwip.com
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These materials are for general informational purposes only. They are not 
intended to be legal advice, and should not be taken as legal advice. They do 
not establish an attorney-client relationship.
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