
Docketing Final Office Actions, 
Appeals, Allowances and Issuance

Practical Patent Practice Webinar Series Episode 03

Schwegman Lundberg & Woessner  |  slwip.com
Black Hills IP  |  blackhillsip.com



Schwegman Lundberg & Woessner  |  slwip.com4-Episode Webinar Series

Episode 04 – Docketing Post Issuance Deadlines: 

Certificates of Correction, Reissues, Patent Term 

Adjustment Verification, Maintenance Fees
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Recording

A link to the 
recording and slides 
will be emailed to all 
registrants.

Questions

Type questions in 
the Q&A feature at 
any time, and we will 
address them during 
a Q&A session at the 
end of the webinar.

Social

Follow us on LinkedIn 
or go to SLW Institute 
on slwip.com and 
BlackHillsIP.com to 
see upcoming and on 
demand webinars.
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Polling Question

○ Docketer

○ Paralegal

○ Attorney

○ Manager/Administrator

○ IT

○ Other

What is your primary role in your organization?



Schwegman Lundberg & Woessner  |  slwip.com

Polling Question

○ Internal Docketing Team

○ Internal Paralegals

○ Outside Vendor 

○ Outside Counsel updates my docketing system

○ No internal docket

○ Other

Who does your US patent docketing?
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Polling Question

o Anaqua

o AppColl

o CPI

o FoundationIP

o Inprotech

o IPFolio

o IP Manager

o Memotech

o Patricia

o Other

What is the primary docketing system that you use?
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1. Identify common PTO documents including final office actions, pre-

appeal and appeal documents and allowance/allowability documents

2. Understand what deadlines need to be docketed

3. Discuss how automated docketing software can reduce manual 

docketing errors associated with these documents
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Priority 

Application 

Filed 

(optional)

Original 

Application 

Filed

Examination
Continuing 

Applications 

Filed (optional)

Patent Issues for 

Original Appln 

(or Orig. Appln is 

Abandon)

•Provisional

•Foreign Appln
•Nonprovisional

•Formalities

•Non-Final Office Action

•Final Office Action

•Appeals

•Allowance

•Continuation

•Divisional

•Continuation-in-Part
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1. Final Rejections & Advisory Actions

2. Appeals

3. Allowance & Issuance



Final Rejections & Advisory Actions
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Is there a deadline to docket?

Answer: Yes; 3 months from the Notification Date (i.e., mailing date) of the Final Office Action; extendable an 

additional 3 months

Language from the document: 

"A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING 

DATE OF THIS COMMUNICATION.

-- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a 

reply be timely filed after SIX (6) MONTHS from the mailing date of this communication.

-- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) 

MONTHS from the mailing date of this communication.

-- Failure to reply within the set or extended period for reply will, by statute, cause the application to become 

ABANDONED (35 U.S.C. § 133)."
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Polling Question

o Yes

o No

Does your organization docket a 2-month deadline for 
responding to a final rejection?



◼ The conclusion of the Final Office Action typically states:

. . .In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of 
the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expired on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the 
mailing date of the advisory action. . .

Final Rejections



To avoid abandonment of the application, you MUST file one of the 

following before the expiration of the 6-month period for responding 

to a Final Rejection:

o An amendment or affidavit that places the application in condition for 

allowance;

o A Notice of Appeal; or

o A Request for Continued Examination (RCE)

Final Rejections--WARNING
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Is there a deadline to docket?

Answer: Yes; Maximum period for responding is 6 months from the Final Rejection.

Language from the document: 

"The period for reply expires on: (1) the mailing date of this Advisory Action; or (2) the date set forth in 

the final rejection, whichever is later. In no event, however, will the statutory period for reply expire later 

than SIX MONTHS from the mailing date of the final rejection."
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(After Appeal Brief)

Is there a deadline to docket?

Answer: No, the period for responding to the Final Office action was satisfied with the filing 

of a Notice of Appeal. No additional deadline needs to be docketed for responding to the 

Advisory Action.

Language from the document: Varies depending on what was filed (see boxes 1 – 4 on 

document).



Appeals



U.S. Patent 
Appeal 

Workflow



Docketing Tips for US Patent Appeals

● Suggested Practice to Docket the following:

(1) Notice of Appeal Due (6 months from Final Rejection)

(2) Appeal Brief Due (2 months from Notice of Appeal)

(3) Examiner’s Answer Expected? (2 months from Appeal Brief)

(4) Appeal Forwarding Fee / Reply Brief (2 months from mailing date of Examiner’s Answer)

(5) Appeal Decision Received?

(6) Appeal to CAFC / Request Rehearing / Reopen Prosecution (2 months from Appeal decision 

affirming or affirming-in-part the Examiner’s Rejection)
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Decision on Pre-Appeal Brief Received
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Is there a deadline to docket?

Answer: Yes; 1 month from the decision or 2 months from the Notice of Appeal, 

extendable by 5 months.

Language from the document: 

"Applicant is required to submit an appeal brief in accordance with 37 CFR 41.37. The time 

period for filing an appeal brief will be reset to be one month from mailing this decision, or 

the balance of the two-month time period running from the receipt of the notice of appeal, 

whichever is greater. Further, the time period for filing of the appeal brief is extendible 

under 37 CFR 1.136 based upon the mail date of this decision or the receipt date of the 

notice of appeal, as applicable."
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Is there a deadline to docket?

Answer: Yes, a required Appeal Forwarding Fee is due 2 month from the Examiner's 

Answer. THIS IS NOT EXTENDABLE. An optional Reply Brief and/or a Request for Oral 

Hearing (and fee) is also due in 2 months.

Language from the document: 

"In order to avoid dismissal of the instant appeal in any application or ex parte

reexamination proceeding, 37 CFR 41.45 requires payment of an appeal forwarding fee 

within the time permitted by 37 CFR 41.45(a), unless appellant had timely paid the fee for 

filing a brief required by 37 CFR 41.20(b) in effect on March 18, 2013."
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Is there a deadline to docket?

Answer: No PTO deadlines based on this document.
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Reversed with New Grounds of Rejection
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Is there a deadline to docket?

Answer: It depends on the decision. . .

Reversed – No deadline to docket (wait for next Office Action)

Reversed with New Grounds of Rejection – 2-month deadline; NOT EXTENDABLE

Affirmed in Part – 2-month deadline; NOT EXTENDABLE

Affirmed – 2-month deadline; NOT EXTENDABLE



Allowance & Issuance



Schwegman Lundberg & Woessner  |  slwip.com Notice of Allowance



Schwegman Lundberg & Woessner  |  slwip.com Notice of Allowance
With Declaration Due
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Is there a deadline to docket?

Answer: Yes, 3-months from mail date of the Notice of Allowance; THIS IS NOT 

EXTENDABLE.

Language from the document: 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file 

a reply complying with the requirements noted below. Failure to timely comply will result in 

ABANDONMENT of this application. THIS THREE-MONTH PERIOD IS NOT 

EXTENDABLE.
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Adjusted for Weekend



37 CFR § 1.7 Times for taking action; Expiration on Saturday, 

Sunday or Federal holiday.

o (a) . . . When the day, or the last day fixed by statute or by or under this part for taking any action or paying 

any fee in the United States Patent and Trademark Office falls on Saturday, Sunday, or on a Federal 

holiday within the District of Columbia, the action may be taken, or the fee paid, on the next succeeding 

business day which is not a Saturday, Sunday, or a Federal holiday.

The Weekend Rule
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Quick Path Information Disclosure Stmt (QPIDS)

● Part of the USPTO's on-going efforts towards compact prosecution and pendency 
reduction.

● Eliminates the requirement for processing of a Request for Continued Examination 
(RCE) with an Information Disclosure Statement (IDS) filed after payment of the Issue Fee in 
order for the IDS to be considered by the Examiner.

● Where the Examiner determines that no item of information in the IDS necessitates 
reopening prosecution, the USPTO will issue a Notice of Allowability.

● This is now permanent.

● https://www.uspto.gov/patents/initiatives/quick-path-information-disclosure-statement-qpids

● https://www.uspto.gov/sites/default/files/documents/2400_CPM_CPC_Routing_and_Application_Initiatives_V
1.0.pdf

https://www.uspto.gov/patents/initiatives/quick-path-information-disclosure-statement-qpids
https://www.uspto.gov/sites/default/files/documents/2400_CPM_CPC_Routing_and_Application_Initiatives_V1.0.pdf


Notice of Allowability & QPIDS Filed

Notice of Allowability

Program PTO SB/09
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slwip.com
blackhillsip.com Summary

1. Identify common PTO documents including final office actions, pre-appeal and 

appeal documents and allowance/allowability documents

2. Understand what deadlines need to be docketed

3. Illustrate how automated docketing can reduce manual docketing errors 

associated with these documents

After Today's Program, you should be able to:



Thank you for your interest.

Questions?
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Black Hills IP  |  blackhillsip.com
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These materials are for general informational purposes only. They are not 
intended to be legal advice and should not be taken as legal advice. They do 
not establish an attorney-client relationship.


